
To: DD IP Holder LLC (wades@dicksteinshapiro.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85529535 - BAGEL BUNCHKIN
- D1383.1385

Sent: 5/17/2012 7:22:27 PM

Sent As: ECOM105@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
    APPLICATION SERIAL NO.       85529535
 
    MARK: BAGEL BUNCHKIN        
 

 
        

*85529535*
    CORRESPONDENT ADDRESS:
          STEPHANIE K. WADE
          DICKSTEIN SHAPIRO LLP    
          1825 EYE ST NW
          WASHINGTON, DC 20006-5403           
           

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
 

 

    APPLICANT:           DD IP Holder LLC    
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET
NO:  
          D1383.1385        
    CORRESPONDENT E-MAIL ADDRESS: 
           wades@dicksteinshapiro.com

 

 
 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST
RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE
ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE: 5/17/2012
 



The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant
must respond timely and completely to the issue(s) below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a),
2.65(a); TMEP §§711, 718.03.
 
SUMMARY OF ISSUE(S) that applicant must address:
 

Section 2(d) Refusal
 

SECTION 2(d) REFUSAL – LIKELIHOOD OF CONFUSION:
 
Registration of the applied-for mark is refused because of a likelihood of confusion with the mark in U.S.
Registration No. 2222941.  Trademark Act Section 2(d), 15 U.S.C. §1052(d); see TMEP §§1207.01 et seq.
  See the enclosed registration.
 
Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles a registered mark
that it is likely that a potential consumer would be confused, mistaken, or deceived as to the source of the
goods and/or services of the applicant and registrant.  See 15 U.S.C. §1052(d).  In the seminal decision In
re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973), the court listed the
principal factors to be considered when determining whether there is a likelihood of confusion under
Section 2(d).  See TMEP §1207.01.  However, not all the factors are necessarily relevant or of equal
weight, and any one of the factors may control in a given case, depending upon the evidence of record. 
Citigroup Inc. v. Capital City Bank Grp., Inc., 637 F.3d 1344, 1355, 98 USPQ2d 1253, 1260 (Fed. Cir.
2011); In re Majestic Distilling Co., 315 F.3d 1311, 1315, 65 USPQ2d 1201, 1204 (Fed. Cir. 2003); see In
re E. I. du Pont de Nemours & Co., 476 F.2d at 1361-62, 177 USPQ at 567.
 
In this case, the following factors are the most relevant:  similarity of the marks, similarity and nature of
the goods and/or services, and similarity of the trade channels of the goods and/or services.  See In re
Viterra Inc., 671 F.3d 1358, 1361-62, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); In re Dakin’s
Miniatures Inc., 59 USPQ2d 1593, 1595-96 (TTAB 1999); TMEP §§1207.01 et seq.
 
In any likelihood of confusion determination, two key considerations are similarity of the marks and
similarity or relatedness of the goods and/or services.  See Federated Foods, Inc. v. Fort Howard Paper
Co., 544 F.2d 1098, 1103, 192 USPQ 24, 29 (C.C.P.A. 1976); In re Iolo Techs., LLC, 95 USPQ2d 1498,
1499 (TTAB 2010); TMEP §1207.01; see also In re Dixie Rests. Inc., 105 F.3d 1405, 1406-07, 41
USPQ2d 1531, 1533 (Fed. Cir. 1997).  That is, the marks are compared in their entireties for similarities in
appearance, sound, connotation, and commercial impression.  In re Viterra Inc., 671 F.3d 1358, 1362, 101
USPQ2d 1905, 1908 (Fed. Cir. 2012) (quoting In re E. I. du Pont de Nemours & Co., 476 F.2d 1357,
1361, 177 USPQ 563, 567 (C.C.P.A. 1973)); TMEP §1207.01(b)-(b)(v).  Additionally, the goods and/or
services are compared to determine whether they are similar or commercially related or travel in the same
trade channels.  See Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1369-71, 101 USPQ2d
1713, 1722-23 (Fed. Cir. 2012); Herbko Int’l, Inc. v. Kappa Books, Inc. , 308 F.3d 1156, 1165, 64
USPQ2d 1375, 1381 (Fed. Cir. 2002); TMEP §1207.01, (a)(vi).
 
The applicant’s mark is BAGEL BUNCHKIN for bite-sized bagel pieces.
 
The registrant’s mark is THE BAGEL BUNCH for bagels.
 
Similarities of the marks:
 
In this case, the applicant’s mark and the registrant’s mark are highly similar and they convey a very



similar commercial impression.  Here, both marks share the same terms or formatives of the same terms,
BAGEL and BUNCH to identify closely related goods, namely, bagels and bite-sized bagel pieces.
 
Slight differences in the sound of similar marks will not avoid a likelihood of confusion.  In re Energy
Telecomm. & Elec. Ass’n , 222 USPQ 350, 351 (TTAB 1983); see In re Viterra Inc., 671 F.3d 1358, 1367,
101 USPQ2d 1905, 1912 (Fed. Cir. 2012).
 
In this instance, the mere addition of the letters “KIN” to the registrant’s mark does not change the
original commercial impression of the mark “THE BAGEL BUNCH.”   Thus, the addition of the letters
“KIN” to the registrant’s mark does not obviate the similarity between the marks.
 
Further, the deletion of “THE” from the registrant’s mark also will not obviate the similarity between the
marks.
 
As such, both marks convey essentially the same meaning or commercial impression and are therefore
confusingly similar.  
 
Similarities of the goods:
 
Where the goods and/or services of an applicant and registrant are “similar in kind and/or closely
related,” the degree of similarity between the marks required to support a finding of likelihood of
confusion is not as great as in the case of diverse goods and/or services.  In re J.M. Originals Inc., 6
USPQ2d 1393, 1394 (TTAB 1987); see Shen Mfg. Co. v. Ritz Hotel Ltd., 393 F.3d 1238, 1242, 73
USPQ2d 1350, 1354 (Fed. Cir. 2004); TMEP §1207.01(b).
 
Such is the case here.  The food products of both parties are virtually identical.  The applicant’s goods are
bite-sized bagel pieces and the registrant’s goods are bagels.
 
The trademark examining attorney refers to the excerpted materials from the Yahoo search engine
establishing the relatedness of the goods by showing that the applicant offers both bagels and bite sized
bagel pieces.  See attachments.
 
Material obtained from the Internet is generally accepted as competent evidence.  See In re Davey Prods.
Pty Ltd., 92 USPQ2d 1198, 1202-03 (TTAB 2009) (accepting Internet evidence to show relatedness of
goods in a likelihood of confusion determination); In re Rodale Inc., 80 USPQ2d 1696, 1700 (TTAB
2006) (accepting Internet evidence to show genericness); In re White, 80 USPQ2d 1654, 1662 (TTAB
2006) (accepting Internet evidence to show false suggestion of a connection); In re Joint-Stock Co.
“Baik” , 80 USPQ2d 1305, 1308-09 (TTAB 2006) (accepting Internet evidence to show geographic
significance); In re Consol. Specialty Rests. Inc., 71 USPQ2d 1921, 1927-29 (TTAB 2004) (accepting
Internet evidence to show geographic location is well-known for particular goods); In re Gregory, 70
USPQ2d 1792, 1793, 1795 (TTAB 2004) (accepting Internet evidence to show surname significance); In
re Fitch IBCA Inc., 64 USPQ2d 1058, 1060-61 (TTAB 2002) (accepting Internet evidence to show
descriptiveness); TBMP §1208.03; TMEP §710.01(b).
 
Based on the evidence, it is clear that the goods of both parties are closely related.  As such, the goods of
both parties will travel and will be marketed in the same channels of trade to the same class of consumers. 
Thus, consumers are likely to encounter the goods of both parties and are likely to mistakenly believe that
the goods emanate from the same source.  Accordingly, confusion is likely.
 



Therefore, the proposed mark is refused registration pursuant to Section 2(d) of the Trademark Act.
 
RESPONSE:
 
Although the examining attorney has refused registration, the applicant may respond to the refusal to
register by submitting evidence and arguments in support of registration. 
 
If applicant has questions regarding this Office action, please telephone or e-mail the assigned trademark
examining attorney.  All relevant e-mail communications will be placed in the official application record;
however, an e-mail communication will not be accepted as a response to this Office action and will not
extend the deadline for filing a proper response.  See 37 C.F.R. §2.191; TMEP §§304.01-.02, 709.04-.05. 
Further, although the trademark examining attorney may provide additional explanation pertaining to the
refusal(s) and/or requirement(s) in this Office action, the trademark examining attorney may not provide
legal advice or statements about applicant’s rights.   See TMEP §§705.02, 709.06.
 
 
 
           

/Marlene D. Bell/
Law Office 105
Trademark Examining Attorney
(571) 272-9291
marlene.bell@uspto.gov(for informal inquiries only)

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please
wait 48-72 hours from the issue/mailing date before using TEAS, to allow for necessary system updates of
the application.  For technical assistance with online forms, e-mail TEAS@uspto.gov.  For questions
about the Office action itself, please contact the assigned trademark examining attorney.  E-mail
communications will not be accepted as responses to Office actions; therefore, do not respond to this
Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official
application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant
or someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants).  If an applicant is represented by an attorney, the attorney must sign the response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using Trademark Applications and Registrations Retrieval (TARR) at http://tarr.uspto.gov/.  Please keep a
copy of the complete TARR screen.  If TARR shows no change for more than six months, call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at
http://www.uspto.gov/teas/eTEASpageE.htm.
 
 
 



 
 

















To: DD IP Holder LLC (wades@dicksteinshapiro.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85529535 - BAGEL BUNCHKIN
- D1383.1385

Sent: 5/17/2012 7:22:30 PM

Sent As: ECOM105@USPTO.GOV

Attachments:

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION HAS ISSUED ON 5/17/2012 FOR

SERIAL NO. 85529535
 
Please follow the instructions below to continue the prosecution of your application:
 
 
TO READ OFFICE ACTION: Click on this link or go to
http://portal.uspto.gov/external/portal/tow and enter the application serial number to access the
Office action.
 
PLEASE NOTE: The Office action may not be immediately available but will be viewable within 24
hours of this e-mail notification.
 
RESPONSE IS REQUIRED: You should carefully review the Office action to determine (1) how to
respond; and (2) the applicable response time period. Your response deadline will be calculated from
5/17/2012 (or sooner if specified in the office action).
 
Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as the
USPTO does NOT accept e-mailed responses.  Instead, the USPTO recommends that you respond
online using the Trademark Electronic Application System Response Form.
 
HELP: For technical assistance in accessing the Office action, please e-mail
TDR@uspto.gov.  Please contact the assigned examining attorney with questions about the Office
action. 

 
        WARNING

 
Failure to file the required response by the applicable deadline will result in the
ABANDONMENT of your application.
 
 
 


